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PATENT ENFORCEMENT PROCEEDINGS

Lawsuits and courts

1 | What legal or administrative proceedings are available
for enforcing patent rights against an infringer? Are there
specialised courts in which a patent infringement lawsuit
can or must be brought?

There are no specialist courts in which a patent infringement lawsuit
may be brought and redress may accordingly be sought against
infringers by filing suit with the relevant district court.

Trial format and timing

2 | What is the format of a patent infringement trial?

Similarly to other civil actions, patent infringement proceedings
comprise the following stages: the filing of statements of arguments
by the litigants, engaging in preliminary discovery proceedings, the
filing of evidence (usually in the form of written expert opinions or
affidavits presenting factual evidence, including experiments), holding
a cross-examination hearing (during which all witnesses, including
expert witnesses, are subject to cross-examination) and the submis-
sion of summations. Effective 1 January 2021, new Civil Procedure
Regulations (CPR) have come into effect. According to the new CPR,
the default procedure with respect to witnesses and summations is
for them to be heard orally, although the court may order that they be
submitted in writing instead. It is yet unclear whether the new default
will, in practice, be embraced in patent litigation or whether judges
will prefer to defer and order the submission of written affidavits and
summations.

One or more pretrial hearings are usually conducted, largely to
identify the disputed issues and make the trial process more efficient.
According to the new CPR, the parties must attend a pretrial meeting
to examine the possibility of resolving the dispute through an alterna-
tive dispute resolution mechanism and, if impossible, at least agree
on steps to be taken in order to make the legal proceedings more
efficient.

Proof requirements

3 | What are the burdens of proof for establishing infringement,
invalidity and unenforceability of a patent?

In general, the burden of proof for establishing infringement in patent
infringement suits lies with the patentee, while the burden of proof for
establishing invalidity and unenforceability, lies with the defendant. An
exception to that applies to process patents, where in certain circum-
stances the defendant will need to prove that the patented process
was not used to manufacture an identical product. The standard of
proof to which both parties are subject is the balance of probability.

www.lexology.com/gtdt

Standing to sue

4 | Who may sue for patent infringement? Under what conditions
can an accused infringer bring a lawsuit to obtain a judicial
ruling or declaration on the accusation?

Infringement proceedings may be initiated by the patentee, an exclusive
licensee or any joint owner of the patent.

A potential defendant may apply to the court as a protective
measure, seeking a declaratory judgment that its exploitation of an
invention does not amount to patent infringement (a declaration of non-
infringement), provided that they first contacted the patent owner who
refused to provide such a declaration or failed to provide same within a
reasonable period of time. Such proceedings are conducted before the
district court under the presumption that the patent is valid. No argu-
ments challenging the validity of the patent may accordingly be raised.
Prior to seeking redress from the court, the potential defendant should
contact the patent owner, disclose fully the details of the product or
process they intend to use and request the identical declaratory relief
that they now seek to obtain from the court.

Inducement, and contributory and multiple party infringement

5 | To what extent can someone be liable for inducing or
contributing to patent infringement? Can multiple parties be
jointly liable for infringement if each practises only some of
the elements of a patent claim, but together they practise all
the elements?

Liability may be imposed on a person who is found to have collabo-
rated with the direct infringer in realising the infringement. According to
the Supreme Court judgment in CA 1636/98 Rav Bariach v Havashush
Car Accessories Trading House (1987) Ltd [2001] IsrSC 55 (5) 337 (Rav
Bariach), establishing liability as joint tortfeasors requires showing
direct infringement as well as concerted action between the tortfeasors
in attaining the common goal of infringement. The Supreme Court later
ruled that the company’s organs may be liable with the company as joint
tortfeasors, if said requirements are fulfilled.

In addition, the contributory infringement doctrine, which was
adopted by the Supreme Court in Rav Bariach, provides broader
applicability. The following requirements for establishing contributory
infringement were set:

the components used by the indirect infringer constitute a material

part of the invention;

the indirect infringer knew, or should have known, that the compo-

nents had been specially made or specially adapted for use in the

infringement of a patent; and

the components are not staple products that can be used substan-

tially in a non-infringing manner.
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The Supreme Court did not clarify whether direct infringement must
occur within Israel for liability to become operative.

Joinder of multiple defendants

6 | Can multiple parties be joined as defendants in the same
lawsuit? If so, what are the requirements? Must all of the
defendants be accused of infringing all of the same patents?

In general, any person or entity who is necessary to enable the court
to address the lawsuit fully and effectively may be added as a party to
a litigation, provided that the factual or legal questions that arise from
the lawsuit are common to all the parties. If the plaintiff is uncertain as
to who is the proper defendant, then the suit may filed against multiple
defendants, and the question of liability and its extent with respect to
each defendant will be examined in court.

In addition, if the patent owner or any of the joint owners or an
exclusive licensee has not joined the lawsuit as an additional plaintiff,
then they must be joined as additional (formal) defendants in the lawsuit.

Infringement by foreign activities

7 | To what extent can activities that take place outside the
jurisdiction support a charge of patent infringement?

In general, a patent is a territorial right. However, in one case the district
court deviated from the principle of territoriality and noted that activity
conducted in Israel involving, or resulting in, exportation of the patented
invention may constitute patent infringement, if it is on a commercial
scale or of a commercial nature and interferes with the exclusive right
of the patentee to exploit the invention in Israel (DCA 814/05 (Jer) & CC
7076/05 (Jer) Orbotech Ltd v Camtech Ltd[2005]).

Infringement by equivalents

8 | To what extent can ‘equivalents’ of the claimed subject matter
be shown to infringe?

Infringement may be established where the invention is exploited in a
manner similar to that described in the claims and use is made of the
essence of the invention. The Supreme Court adopted the doctrines of
equivalents or variants (or ‘pith and marrow') and noted that a product
or process that replaces components or omits immaterial components
of a patent may still be considered infringing, as long as the product
or process functions in substantially the same way, and substantially
achieve the same result as described in the patent (CA 345/87 Hughes
Aircraft Company v The State of Israel [1990] IsrSC 44(4) 45).

Discovery of evidence

9 | What mechanisms are available for obtaining evidence from
an opponent, from third parties or from outside the country
for proving infringement, damages or invalidity?

Within the context of the preliminary proceedings, each party is required
to discover relevant documents, provide copies thereof for inspection by
the other party, and reply to questions forwarded to it by way of inter-
rogatories. All answers must be provided in the form of an affidavit.
Disagreements regarding discovery and inspection may be brought
before the court. Costs may be imposed on a non-complying party. In
some cases, non-compliance may further result in striking of the claim
or defence.

In addition, according to the new CPR, a pretrial meeting between
the parties must be held, during which each party is required to allow
the other party to inspect documents and respond to questions to the
extent the documents and answers are required to clarify and possibly
limit the scope of the matters in dispute.

S Horowitz & Co

Another possibility for obtaining and preserving evidence is by
means of an Anton Piller order, which allows entry to the premises of the
defendant and search and seize all relevant documents and evidence,
although an order to such effect is rarely applied in patent infringement
proceedings. A temporary receiver over any property may be appointed
by the court, and an inspection of any property or article in relation to
which a question has arisen in the action may be ordered.

The manner for obtaining evidence from third parties is limited.
However, it may be possible to compel a third party to produce certain
evidence or documents relevant to the suit (eg, by summoning them to
attend the trial and produce the sought evidence as a witness).

There are various mechanisms for obtaining evidence from abroad,
including taking evidence by a person appointed by the court or by video
conference. In addition, procedures are available for seeking assistance
from foreign authorities for the purpose of taking evidence in their juris-
dictions, either in reliance on the Hague Convention on the Taking of
Evidence Abroad in Civil and Commercial Matters or in accordance with
the Legal Assistance Between States Law 1998.

Litigation timetable

10 | What is the typical timetable for a patent infringement lawsuit
in the trial and appellate courts?

The average duration of a patent infringement suit is two to four years
before the trial court and if the lower instance’s decision is appealed,
two years before the appellate court (the Supreme Court). The duration
may vary based on the complexity of the case. The new CPR may also
affect the duration of such cases.

Litigation costs

11 | What is the typical range of costs of a patent infringement
lawsuit before trial, during trial and for an appeal? Are
contingency fees permitted?

Costs are difficult to estimate and may vary significantly, depending on
the complexity of the case, the parties involved and the legal represen-
tation. Legal fees may range between US$200,000 and US$800,000 for
the main claim and US$100,000 to US$300,000 for interim injunction
proceedings. In appeal proceedings, the legal fees may range between
US$50,000 and US$150,000.

Court appeals

12 | What avenues of appeal are available following an adverse
decision in a patent infringement lawsuit? Is new evidence
allowed at the appellate stage?

An adverse decision rendered by the trial court may be appealed to the
Supreme Court either by way of right (where the decision of the lower
court concludes the dispute brought before it) or by obtaining special
leave to appeal (eg, decisions in interim proceedings).

As a rule, the appeal is based on the trial transcript as well as the
pleadings and evidence submitted in the lower instance. The appellate
court generally refrains from interfering with the factual findings of the
trial court and instead tends to focus on the legal issues; it may none-
theless be more inclined to allow the submission of new evidence in
patent cases, as opposed to other civil cases.

Patents 2020
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Competition considerations

13 | To what extent can enforcement of a patent expose the
patent owner to liability for a competition violation, unfair
competition, or a business-related tort?

The Economy Competition Law, 1988 (the ECL) exempts arrangements
whereby the owner of an Israeli registered patent imposes restrictions
on the use of its patent. Notwithstanding this, the Competition Tribunal
has held that such exemption would not apply to a patent owner who
abuses his monopolistic position. Therefore, ownership of a patent
does not necessarily establish immunity from scrutiny under the ECL,
if the patent owner is a dominant player in the relevant market sector.
The settlement of patent infringement disputes may also be subject
to the ECL.

Generally, a bona fide attempt to enforce a patent would not impose
liability on the patentee (save for costs that the court is authorised to
order should the claim be dismissed). However, in a precedential deci-
sion rendered by the Central District Court (CC 33666-07-11 Unipharm
v Sanofi (2015)), it was held that misleading the Registrar of Patents
(the Registrar), intentionally or as a result of gross negligence, in an
attempt to obtain a patent, constitutes abuse of a dominant position or
unjust enrichment, thereby entitling the plaintiff to claim all or part of
the patentee’s profits under the Unjust Enrichment Law, 1979. The deci-
sion may also infer that a patentee may be found liable under the ECL
for threatening or commencing litigation to enforce a patent that the
patentee knew was invalid, or against a defendant whom the patentee
knew was not infringing the patent. Interestingly, in a subsequent case
(CC 38568-10-11 Unipharm Ltd v Glaxo SmithKline plc (2018)) a contra-
dictory decision was rendered. Appeals on both decisions are currently
pending before the Supreme Court.

Abuse of a dominant position by a patent owner may also lead to
the grant of a compulsory licence by the Registrar. However, in practice,
very few applications seeking a compulsory licence have been filed.

Alternative dispute resolution

14 | To what extent are alternative dispute resolution techniques
available to resolve patent disputes?

Patent disputes can be referred to arbitration as an alternative dispute
resolution mechanism. Nonetheless, the outcome of the arbitration
award is limited to the parties and has no in rem effect. Patent infringe-
ment disputes can thus be brought before an arbitrator; however, the
arbitrator’s findings are binding only on the litigants.

Mediation is also available as an alternative means for resolving
patent disputes.

SCOPE AND OWNERSHIP OF PATENTS

Types of protectable inventions

15 | Can a patent be obtained to cover any type of invention,
including software, business methods and medical
procedures?

According to the Patents Law, 1967 (the Patents Law), patents will not
be granted to protect computer programs as such, methods for the
therapeutic treatment of the human body or new varieties of plants or
animals, save for microbiological organisms not deriving from nature.
Business methods are similarly not patentable as such, since they fall
within the field of commerce and, therefore, are not considered suscep-
tible of industrial application.

The Patent Examination Guidelines published by the Israel Patent
Office (ILPO) provide that to be patentable, an invention must fall within
a technological field, namely, it must involve a concrete technological
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process. Hence, if a computer program has the effect of changing any
physical properties, or causes the computer to work in a new way, or
establishes connections between system components that did not previ-
ously exist, then it may be construed as falling within a technological
field and, thus, patentable.

Patent ownership

16 | Who owns the patent on an invention made by a company
employee, an independent contractor, multiple inventors or
a joint venture? How is patent ownership officially recorded
and transferred?

According to the Patents Law, the owner of the invention is the inventor
(or multiple inventors) or whomever is entitled to the invention in
accordance with law, by assignment or by agreement. In addition, the
person filing a patent application is deemed the owner of the invention,
unless proven otherwise.

An invention by an employee, arrived at in consequence of his or her
employment and during the period of the employment (‘a service inven-
tion’) shall, in the absence of an agreement to the contrary between the
employee and the employer, become the property of the employer. An
invention arrived at by an independent contractor is generally owned by
the inventor. However, in one case, the district court held that an inde-
pendent contractor should be considered an employee for the purposes
of the Patents Law, hence construing inventions conceived by the inde-
pendent contractor, in the course of providing the relevant services, as
service inventions and conferring the ownership rights therein on the
company ordering the work.

The assignment of ownership rights in patents or inventions may
be done in writing or according by virtue of law. The assignment agree-
ment must be recorded with the ILPO. A joint owner may assign his or
her rights without the consent of the co-owners, unless agreed other-
wise and subject to the co-ownership agreement having been recorded
with the ILPO.

DEFENCES

Patent invalidity

17 | How and on what grounds can the validity of a patent be
challenged? Is there a special court or administrative tribunal
in which to do this?

The validity of a patent can be challenged directly, by filing an applica-
tion for its revocation with the Registrar of Patents (the Registrar) or
indirectly. An indirect attack is when a defendant in a pending infringe-
ment suit argues that the patent at issue is invalid. In addition, with a
pre-grant opposition regime applying in Israel, it is possible to oppose
a patent application within three months of publication of its allowance.

The grounds for challenging the validity of a patent (or patent appli-
cation) include the following: not a patentable subject-matter; lack of
novelty; obviousness; inutility; insufficiency of disclosure; and covetous
claims (namely, the claims are not fairly based on the description).
Misleading the Israel Patent Office (ILPO) or withholding information by
the patent owner or applicant in the examination may also lead to invali-
dation of the patent or application.

Absolute novelty requirement

18 | Is there an ‘absolute novelty' requirement for patentability,
and if so, are there any exceptions?

‘Absolute novelty' is one of the requirements for patentability in Israel.
However, the Patents Law, 1967 (the Patents Law) provides that an
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existing publication does not detract from the novelty of an invention in
specific circumstances, such as where the invention was made public
without the permission of the inventor or where the invention is exhib-
ited in an exhibition or lecture hall. The patent application must be filed
within a reasonable time after the publication became known to the
applicant or within six months at most.

Obviousness or inventiveness test

19 | What is the legal standard for determining whether a patent
is ‘obvious’ or ‘inventive' in view of the prior art?

Obviousness is assessed through the eyes of a person skilled in the
art who does not possess any inventive skills. Inventive step may be
negated based on multiple publications. However, their combination
(‘'mosaic’) must be obvious to a person skilled in the art.

Another test applied in the context of inventive step is the ‘obvious-
to-try’ test; namely, assessing whether a person skilled in the art would
have been motivated, based on the prior art, to undertake the route
taken by the patentee with a reasonable expectation of success.

Objective evidence (eg, evidence of commercial success, long-felt
need, failure of others and unexpected results) may give an indication as
to the non-obviousness of the invention.

Patent unenforceability

20 | Are there any grounds on which an otherwise valid patent
can be deemed unenforceable owing to misconduct by the
inventors or the patent owner, or for some other reason?

The Patents Law allows, in certain circumstances, for the imposition of
sanctions against patent owners or applicants who mislead the ILPO.
The court or the Registrar may revoke a patent, disallow its registration,
reduce the patent term or licence its exploitation, if:
the applicant, in response to the examiner’'s demand to supply
certain information or material, submitted misleading material; or
the applicant knowingly failed to update the Registrar of any mate-
rial change in the list of publications or references relied upon by
foreign examination authorities.

Prior user defence

21| Is it a defence if an accused infringer has been privately
using the accused method or device prior to the filing date or
publication date of the patent? If so, does the defence cover
all types of inventions? Is the defence limited to commercial
uses?

The defendant may have a prior use defence based on prior exploitation
or actual preparation for exploitation in Israel in good faith on the date
the application was submitted or the date of the priority application. The
exploitation or preparation should be on a commercial scale and of a
commercial nature.

REMEDIES

Monetary remedies for infringement

22 | What monetary remedies are available against a patent
infringer? When do damages start to accrue? Do damage
awards tend to be nominal, provide fair compensation or be
punitive in nature? How are royalties calculated?

A patent owner may be entitled to monetary remedies for infringement.
When awarding damages, the court will consider the infringing act and
the plaintiff's position as a consequence. The court may also consider,
among other things, the following:

S Horowitz & Co

the direct damages caused to the plaintiff,

the extent of the infringement;

the profits derived by the infringer from the infringement; and
reasonable royalties that the infringer would have had to pay had
he been granted a licence to exploit the patent to the extent so
infringed by him or her.

The court may order the defendant to provide an account of the extent of
its infringement and the profits reaped therefrom, or award compensa-
tion based on an assessment.

Once a patent is granted, the patentee is entitled, retroactively,
to full damages for any unauthorised exploitation of the invention that
occurred after allowance of the patent application by the Israel Patent
Office (ILPO) (ie, after examination and prior to grant). The Patents Law,
1967 also provides that once a patent is granted, the patentee will be
retroactively entitled to damages in the form of reasonable royalties for
any unauthorised exploitation of the invention that occurred between
the date of publication of the patent application and its date of allowance.

Punitive damages may be awarded in certain circumstances, but
in practice the courts have yet to exercise their authority in this regard.

Injunctions against infringement

23 | To what extent is it possible to obtain a temporary injunction
or a final injunction against future infringement? Is an
injunction effective against the infringer’s suppliers or
customers?

A motion for an interlocutory injunction (preliminary injunction) is often
filed simultaneously with the submission of a statement of claim in a
patent infringement suit. Its purpose is generally to preserve the status
quo until the court renders a decision in the main action. Only in extreme
and urgent circumstances, will the court be willing to grant an interlocu-
tory injunction prior to the filing of the main claim.

The discretion of the court in preliminary injunction proceedings
is governed by several principles and considerations and, primarily,
whether the immediate intervention of the court is essential in order to
prevent irreparable harm. The applicant must provide securities in case
the action is ultimately denied and consequential damage is caused to
the defendant.

In general, interim relief proceedings are heard in the presence
of both parties. In some cases, it is possible to obtain the sought relief
unilaterally. During preliminary injunction proceedings, the court
may determine that, instead of hearing an application for a prelimi-
nary injunction, the main action will be expedited. Such determination
enables plaintiffs to expedite the enforcement process.

If a plaintiff is successful in his or her suit, the court will usually
grant a permanent injunction to prevent future infringement of the
patent by the defendant. As a rule, permanent injunctions remain in
effect until the patent expires. The question as to whether a post-expiry
injunction may be granted where the infringement was committed to
obtain a springboard into the market after the patent's expiry, still
remains open.

The question of whether an injunction is effective against the
infringer’s suppliers or customers was not directly raised, and it
is doubtful.

Banning importation of infringing products

24 | To what extent is it possible to block the importation of
infringing products into the country? Is there a specific
tribunal or proceeding available to accomplish this?

Israeli law has in place a procedure for blocking the importation of prod-
ucts that infringe intellectual property rights. This procedure does not
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essentially apply to patent infringing products, however, in one case
an attempt was made to rely on this procedure with respect to patent
infringing products.

Attorneys’ fees

25 | Under what conditions can a successful litigant recover costs
and attorneys’ fees?

As a rule of thumb, a successful litigant is entitled to reimbursement of
its real out-of-pocket costs and attorneys' fees, but other considerations
should also be taken into account. In practice, the level of costs deter-
mined by the courts is usually lower than the costs actually incurred. It
remains to be seen whether the new Civil Procedure Regulations 2018
affect this practice.

Wilful infringement

26 | Are additional remedies available against a deliberate
or wilful infringer? If so, what is the test or standard to
determine whether the infringement is deliberate? Are
opinions of counsel used as a defence to a charge of wilful
infringement?

Punitive damages may be awarded in a patent infringement suit, where
the infringement occurs after the patentee or exclusive licensee warned
the infringer about the infringing activity. In such case, the amount
of punitive damages cannot exceed the sum of the actual damages.
However, an award of punitive damages has yet to be rendered by
the courts.

Time limits for lawsuits

27 | What is the time limit for seeking a remedy for patent
infringement?

In general, like other civil claims, the ability to file suit for patent infringe-
ment is subject to the seven-year statutory limitation period, which
begins to run from the date of establishment of the cause of action.
However, as each act of infringement constitutes a new cause of action
with its own period of limitation, an injunction may be filed even where
the infringement commenced more than seven years beforehand (in
rare cases, the action may be subject to laches). Damages, on the other
hand, cannot be sought for a period surpassing the statutory seven-year
limitation period.

Patent marking

28 | Must a patent holder mark its patented products? If so, how
must the marking be made? What are the consequences of
failure to mark? What are the consequences of false patent
marking?

A patent owner need not mark its patented products.

LICENSING

Voluntary licensing

29 | Are there any restrictions on the contractual terms by which
a patent owner may license a patent?

A licence to exploit an invention may be granted by a patent owner or
applicant. In the case of joint ownership, the consent of all joint owners
will generally need to be obtained, but the court may, upon application
by a joint owner, order the other joint owners to grant the sought licence.

The rights to use the licence may be exclusive or non-exclusive.
If the rights are non-exclusive, the relevant licensee may exploit the
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invention only to the extent, and according to the conditions, prescribed
in the licence; where the rights are exclusive, the relevant licensee
may act as if it were the owner of the patent and the patent owner is
prohibited from exploiting the invention in Israel. In either case, the
licence must be given in writing and registered with the Registrar of
Patents (the Registrar) for it to be effective on third parties.

Compulsory licences

30 | Are any mechanisms available to obtain a compulsory
licence to a patent? How are the terms of such a licence
determined?

If the Registrar is convinced that a patentee is abusing his monopoly,
he may grant a compulsory licence to a person seeking to exploit the
patented invention, provided that the application is filed after the expi-
ration of three years from the date of grant of the patent, or four years
from the date of filing the patent application, whichever is the later.
The purpose for granting a compulsory licence will be mainly to satisfy
the needs of the domestic market, and subject to the payment of royal-
ties to the patent owner as shall be determined by the Registrar.

A compulsory licence may also be granted to enable exploitation
of a patented invention that otherwise would have been deemed as
infringing an earlier patent, provided that the later invention demon-
strates important and valuable technological progress with respect to
the earlier invention. Where the inventions under both patents serve
the same industrial purpose, the owner of the later invention may be
required to grant a similar licence to the owner of the earlier invention.

In addition, according to sections 104 and 105 of the Patents Law,
1967, the state may permit the exploitation of an invention by govern-
ment departments or by other persons acting on the state’s behalf,
if such exploitation is necessary for ensuring national security or for
maintaining essential supplies and services. Once a permit of this
nature is issued, royalties must be paid by the state of Israel.

PATENT OFFICE PROCEEDINGS

Patenting timetable and costs

31 | How long does it typically take, and how much does it
typically cost, to obtain a patent?

Patent applications are filed with the Israel Patent Office (ILPO).
According to the annual report published by the ILPO for 2019 (the
Annual Report), after the patent application is filed, it usually takes
a few years (roughly 24 to 35 months) until examination commences.
The actual examination period has significantly shortened over the
years, and, according to the Annual Report, varies between 13 and 22
months on average (depending on the field of the invention). The costs
for obtaining a patent may range between US$3,000 and US$9,000
(depending on the professional fees and the complexity of the matter).

The above time frames and costs do not take into account the
length of time for conducting opposition proceedings as well as the
associated costs, which can be substantial.

Expedited patent prosecution

32 | Are there any procedures to expedite patent prosecution?

It is possible to request abbreviated examination, eg, based on a
corresponding foreign patent granted in certain jurisdictions (eg, the
European Patent Office or the US Patent Office). Several bilateral
Patent Prosecution Highway (PPH) and PCT-PPH agreements with
different national offices were signed by the ILPO, which permit usage,
under certain circumstances, of the search and examination results
maintained by such offices.
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In addition, expedited examination may be sought, for example, on
the basis of the age or medical condition of the applicant or inventor,
the public good or if there are other reasons justifying it. A third party
may also request expedited examination under certain circumstances.

Patent application contents

33 | What must be disclosed or described about the invention in
a patent application? Are there any particular guidelines that
should be followed or pitfalls to avoid in deciding what to
include in the application?

The specification of a patent application must include the title of the
invention, enabling its identification; an introduction explaining the
designation of the invention together with a concise description of
the state of the art in the professional field of the invention; and a
description (with drawings) of the manner in which the invention can
be performed, enabling a person skilled in the art to perform it.

Prior art disclosure obligations

34 | Must an inventor disclose prior art to the patent office
examiner?

The patent applicant is under a duty to act in good faith and thus must
provide the ILPO with full disclosure. Specifically, the patent applicant
must provide the examiner with a list of references relied upon by
patent offices in other jurisdictions during the examination of corre-
sponding patent applications, as well as a list of publications known
to the applicant that were published prior to the application date and
directly relate to the invention. The applicant may be required to supply
additional information upon the examiner’'s request. In addition, until
the patent is permitted, the applicant must keep the ILPO informed of
any changes in such a list of references upon becoming aware thereof.

Pursuit of additional claims

35 | May a patent applicant file one or more later applications
to pursue additional claims to an invention disclosed in
its earlier filed application? If so, what are the applicable
requirements or limitations?

A patent applicant may file a divisional patent application, which should
be filed prior to allowance (or otherwise abandonment or refusal) of
the original patent application, and claim the same priority date as the
original application. In addition, an owner of a second invention, which
constitutes an improvement or modification of an invention for which
a patent has already been granted (the main patent), may request that
a patent for the second invention be granted as a patent of addition
(provided that the application for a patent of addition was filed after
the filing of the application for the main patent). The second invention
need not involve inventive step beyond the invention covered under
the main patent. The patent of addition remains in effect for so long
as the main patent is in effect, and may remain in force even after its
revocation.

Patent office appeals

36 | Is it possible to appeal an adverse decision by the patent
office in a court of law?

The district courts of Jerusalem and Tel Aviv hear appeals on deci-
sions given by the Registrar of Patents (the Registrar) (eg, decisions in
opposition and revocation proceedings). Appeals may be filed either by
way of right (where the decision of the Registrar concludes the dispute
brought before him or her) or by requesting special leave with respect
to other decisions (eg, decisions in interim proceedings).
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In addition, it is possible to object to any decision or conduct of an
examiner and request that the matter be brought before the Registrar.
The Registrar’s decision in this regard can similarly be appealed to the
district court.

Oppositions or protests to patents

37 | Does the patent office provide any mechanism for opposing
the grant of a patent?

The existence of a pre-grant opposition regime in Israel permits anyone
to challenge grant of the requested patent by filing an opposition to a
patent application within three months of publication of its allowance.
Opposition proceedings comprise the following stages: the submission
of statements of arguments by both the opponent and the applicant,
the submission of evidence (usually in the form of written affidavits and
expert opinions), holding a cross-examination hearing and the submis-
sion of summations (which are usually submitted in writing, but in some
cases are presented orally). The burden to prove the validity of the
patent during opposition proceedings rests upon the patent applicant.

Priority of invention

38 | Does the patent office provide any mechanism for resolving
priority disputes between different applicants for the same
invention? What factors determine who has priority?

In cases where more than one applicant is seeking patent protection
for the same invention, the patent shall be granted to the applicant who
is ‘first to file’. In addition, it is possible to oppose a patent application,
or request the revocation of a patent, on the ground that the opponent
or revocation applicant is the true owner of the invention and not the
patent applicant or owner of the patent on record.

Modification and re-examination of patents

39 | Does the patent office provide procedures for modifying,
re-examining or revoking a patent? May a court amend the
patent claims during a lawsuit?

Once examined and accepted, the Registrar (or, the court in a case
before him or her) may permit an amendment of the claims of the patent
application or patent only for clarification purposes; for correcting an
error in the specification; or for restricting the claims. The amendment
may be allowed only if it does not broaden the scope of the claims or
add anything to the specification that was not already included from
the outset. In addition, an amendment may be allowed or ordered upon
conclusion of the proceedings by the Registrar or the court to ensure
that the true invention as claimed in the patent (or patent application)
is duly protected.

Revocation proceedings are available and may be initiated by any
person, at any time while the patent is in force. Revocation proceed-
ings are conducted before the Registrar and are essentially similar to
opposition proceedings, except that in the former case, the parties are
required to submit their arguments together with supporting evidence
(usually by way of affidavits and expert opinions). In addition, the burden
of proof in revocation proceedings lies with the revocation applicant.

Re-examination proceedings are not available in Israel.

Patent duration

40 | How is the duration of patent protection determined?

Patents in Israel are granted for a period of 20 years from the date of
filing. Patent term extension may be granted to patents protecting either
a pharmaceutical product, a substance (being an active ingredient in a
pharmaceutical product), a process for the manufacture or use of such
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product or substance, or a medical device for which marketing authori-
sation is required in Israel.

UPDATE AND TRENDS

Key developments of the past year

41

What are the most significant developing or emerging trends
in the country’s patent law?

In CC 70241-05-18 (TA) Millennium Pharmaceuticals Inc et al v Teva
Pharmaceutical Industries Ltd et al (published on Nevo, 11 May
2020), the Tel Aviv District Court dismissed a patent infringement
action concerning Israel Patent No. 219853 (the Patent) relating to
an industrial-scale process for manufacturing Bortezomib.
Millennium asserted that the defendants are infringing the
patent by exploiting the ‘essence of the invention’. The court held
that determining the ‘essence of the invention’ should be based
on the claims, as construed against the background of the speci-
fication, and in the context of the relevant prior art. It emphasised
that certainty is a fundamental principle in this respect and that
the wording of the claims is of considerable importance. In light
of the above, the court held that it would refrain from construing
the claims broadly. The court remarked that only new compo-
nents, which provide a substantial contribution to the invention
and impart on it the unique advantages obtained by the invention,
should form part of the ‘essence of the invention'. Specifically, the
court held that in large-scale processes, a person skilled in the art
would have understood that each and every element in the process
is essential and crucial to its success.
The Israel Patents Office (ILPO) has proposed an amendment to the
Patent Regulations (Office Practice, Rules of Procedure, Documents
and Fees) 1968, offering applicants the option of filing a less-costly
preliminary ‘temporary’ application for a patent, similar to the
process for filing a provisional patent application that is prevalent
in the United States. In addition, the Israel Ministry of Justice has
announced that it considers various amendments to the Patents
Law 1967 (the Patents Law).
New Civil Procedure Regulations, termed the Civil Procedure
Regulations 2018, entered into effect on 1 January 2021. The new
regulations generally encompass all civil proceedings, including
infringement proceedings and appeals on decisions rendered by
both the Registrar of Patents and the district courts.
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